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DETAILED ACTION 
The Invention 

1. The claimed invention is a data structure for storing patent claim information 
and a method for populating said data structure. 



Response to Amendment 
2. The Applicants' amendment, filed 13 November 2006, has been received, entered 
into the record, and considered. 



3. As a result of the amendment, claim 8 has been amended, and claims 15-22 have 
been canceled. Claims 1-14 are now presented for examination. 



Election/Restrictions 

4. Applicant's election without traverse of the claims of Group I, claims 1-7, in the 
reply filed on 13 November 2006 is acknowledged. 



5. In response to the Applicants' arguments that the amendment to independent 
claim 8 places the claims of Group II (claims 8-14) into the same class as the claims of 
Group I, the examiner respectfully disagrees. 
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Nevertheless, in light of the fact that examining the claims of Group II in 
addition to the claims of Group I would no longer (in light of the amendment to claim 
8) place an undue burden on the examiner, all of the pending claims have been 
examined. 

6. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied 
by a request imder 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17(i). 



Information Disclosure Statement 
7. The Applicants' Information Disclosure Statement, filed 26 October 2005, has 
been received and entered into the record. Since the Information Disclosure Statement 
complies with the provisions of MPEP § 609, the references cited therein have been 
considered by the examiner. See attached form PTO-1449. 
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Drawings 

8. The application includes informal (handdrawn) drawings. While these drawings 
are acceptable for examination purposes, the examiner encourages the Applicant to 
submit formal drawings at the earliest opportunity. Early submission of formal 
drawings will help expedite post-allowance processing and publication of the issued 
patent. 

Claim Rejections - 35 USC § 101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufachire, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

10. Claims 1-7 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

11. Regarding claim 1, this claim is worded as a data structure. 

The examiner initially points out that claim 1, while reciting a *data structure', 
fails to disclose the use of said 'data structure' in combination with a computer 
component to impart any intended fimctionality. As such, in the context of the claim 
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language, the claim merely constitutes non-functional descriptive material per se, which 
is non-statutory. 

The examiner additionally points out that the definition of a data structure is "a 
physical or logical relationship among data elements, designed to support specific data 
manipulation functions". Claim 1 fails to include any recitation of any specific data 
manipulation function which the claimed 'data structure* is designed to support, which 
renders the claimed 'data structure' a mere arrangement of data. For this additional 
reason the claim is deemed non-statutory. 

Furthermore, data structures not claimed as embodied in computer-readable 
media are descriptive material per se, and are not statutory because they are not capable 
of causing fimctional change in a computer. See, e.g.. In re Warmerdam (CAFC) 31 
USPQ2d 1754 at 1760 (claim to a data structure per se held non-statutory). 



12. Claims 2-7, fully incorporating the deficiencies of independent claim 1, are 
likewise rejected. 
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Claim Rejections - 35 USC § 102 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

14. Claims 1 and 5-11 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Sheremetyeva ("Natural Language Analysis of Patent Claims"). 

15. Regarding claim 1, Sheremetyeva teaches a data structure as claimed, 
comprising a first field containing data representing a first portion of a patent claim, a 
second field containing data representing a second portion of a patent claim, and a third 
field containing data representing a third portion of a patent claim, wherein the third 
field associated the first field to the second field (see illustration of the data structure 
containing all portions of a patent claim. Figures 2 and 3, pages 69 and 70 et seq.). 
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16. Regarding claim 8, Sheremetyeva teaches a method as claimed, comprising 
designating a first definitional element of a patent claim, designating a second 
definitional element of the patent claim, and designating a relational element of the 
patent claim, wherein the relational element relates the second definitional element to 
the first definitional element, and storing the first definitional element, second 
definitional element and the relational element in a data structure (see disclosure that 
the analyzer takes a claim text as input and produces a set of internal knowledge 
structures, section 3 Analysis Algorithm, beginning on page 69; see also illustration of 
the data structure containing all portions of a patent claim. Figures 2 and 3, pages 69 
and 70 et seq.). 

17. Regarding claim 5, Sheremetyeva additionally teaches a data structure wherein 
the first, second and third fields contain text of the patent claim (see illustration of the 
data structure containing all portions of a patent claim. Figures 2 and 3, pages 69 and 70 
et seq.). 

18. Regarding claims 6, 7 and 11, Sheremetyeva additionally teaches a data structure 
and method wherein the second field contains data representative of a class defined in 
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another data structure that is a lookup table (see disclosure that the system performs 
supertagging of the lexemes, wherein the supertags contain morphological information 
and semantic information, an ontological concept, defining word membership in a 
semantic class such as an object, process, substance, etc., section 2.1 Shallow Lexicon, 
second and third paragraphs et seq.). 

19. Regarding claims 9 and 10, Sheremetyeva additionally teaches a method 
wherein designating the first and second definitional elements of the patent claim 
includes designating at least a portion of the patent claim as the first and second 
definitional elements respectively (see illustration of the data structure containing all 
portions of a patent claim. Figures 2 and 3, pages 69 and 70 et seq.). 

Claim Rejections - 35 USC § 103 

20. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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21. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

22. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the exaiiuner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation imder 
37 CFR 1.56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

23. Claims 2-4 and 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sheremetyeva ("Natural Language Analysis of Patent Claims") as applied to 
claims 1 and 5-11 above, and further in view of Kerven et al. (U.S. Patent Application 
Publication 2002/0042784). 
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24. Regarding claims 2-4 and 12-14, Sheremetyeva teaches a data structure and 
method substantially as claimed. 

Sheremetyeva does not explicitly teach a data structure and method including 
the storage of information associating claim information with a portion of the patent 
disclosure providing support to the corresponding claim text. 

Kerven et al., however, teaches and/or suggests a data structure and method 
including the storage of information associating claim information with a portion of the 
patent disclosure providing support to the corresponding claim text (see disclosure of a 
system for searching and analyzing intellectual property related materials, including 
the storage and analysis of text of patents and their claims (see paragraphs [0052] and 
[0053] et seq., and also including the storage of reference information associating a 
given portion of a claim with portions of the patent specification providing support for 
said claim portion, paragraphs [0055] and [0069). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to store information associating claim portions with portions of the patent 
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specification providing support for said claim portions, since this would provide 
additional resources which would facilitate the analysis of the claims by a user. 

Conclusion 

25. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Rivette et al. (U.S. Patent 5,754,840) teaches a system for developing and 
maintaining documents including analyzing a patent application with regards to the 
specification and claims. 

Rivette et al. (U.S. Patent 6,014,663) teaches a system for comparing text portions 
of patents by reference to index information. 

Rivette et al, (U.S. Patent 6,339,767) teaches a system using hyperbolic trees to 
visualize data generated by patent-centric and group-oriented processing. 

Lee (U.S. Patent 6,662,178) teaches a system for searching and organizing 
intellectual property information utilizing an IP thesaurus. 

Lee (U.S. Patent 6,694,331) teaches a system for searching and organizing 
intellectual property information utilizing a classification system. 

Dehlinger et al. (U.S. Patent 7,024,408) teaches a text classification code, system 
and method. 
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Adler et al. (U.S. Patent Application Publication 2003/0033295) teaches a method 
for analyzing and recording innovations. 

Colson et al. (U.S. Patent Application Publication 2004/0103112) teaches a 
computer based method and apparatus for mining and displaying patent data. 

Lundberg et al. (U.S. Patent Application Publication 2006/0036451) teaches a 
system for patent mapping, storage and searching. 

Williams (U.S. Patent Application Publication 2006/0036452) teaches a system 
and method for patent portfolio evaluation. 

Williams (U.S. Patent Application Publication 2006/0036453) teaches a system 
and method for patent portfolio evaluation. 

Williams (U.S. Patent Application Publication 2006/0036529) teaches a system 
and method for patent portfolio evaluation and visualization. 

Williams (U.S. Patent Application Publication 2006/0036632) teaches a system 
and method for patent portfolio evaluation using artificial intelligence. 

Williams (U.S. Patent Application Publication 2006/0036635) teaches a system 
and method for patent portfolio evaluation. 

Fairweather (U.S. Patent Application Publication 2006/0235811) teaches a system 
and method for mining data. 
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East ("Patent Claims - How to Keep Track of Them") teaches a method of 
analyzing patent claims through the use of a simple patent dependency table. 

Sheremetyeva et al. ("Generating Patent Claims from Interactive Input") teaches 
a system which generates claim texts from the input specified partly by a stored 
conceptual text schemata and partly by the input from a user. 

Sheremetyeva et al. ("Knowledge Elicitation for Authoring Patent Claims") 
teaches a system that lets one readily acquire knowledge about different domains and 
through the use of text generation can simplify composition tasks faced by patent 
professionals. 

Larkey ("A Patent Search and Classification System") teaches a system for 
searching and classifying U.S. patent documents. 

Sheremetyeva et al. ("On Creating Metadata with Authoring Tools") teaches 
issues of knowledge markup with authoring tools in which the users construct 
representations of their knowledge. 

Mase et al. ("Proposal of Two-Stage Patent Retrieval Method Considering the 
Claim Structure") teaches a patent retrieval method that considers a claim structure for 
a more accurate search for invalidity 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Luke S. Wassum whose telephone number is 571-272- 
4119. The exanuner can normally be reached on Monday-Friday 8:30-5:30, alternate 
Fridays off. 

If attempts to reach the examiner by telephone are imsuccessful, the examiner's 
supervisor, John R. Cottingham can be reached on 571-272-7079. The fax phone numbier 
for the organization where this application or proceeding is assigned is 571-273-8300. 

In addition, INFORMAL or DRAFT commimications may be faxed directly to the 
examiner at 571-273-4119. Such communications must be clearly marked as 
INFORMAL, DRAFT or UNOFFICIAL. 

Customer Service for Tech Center 2100 can be reached during regular business 
hours at (571) 272-2100, or fax (571) 273-2100. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you v^ould like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Luke S. Wassum 
Primary Examiner 
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